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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
' Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 02 December 2005 . 
2a)n This action is FINAL. 2b)KI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1 and 3-6 is/are pending in the application. 

4a) Of the above claim(s) Sand 6 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1,3 and 4 is/are rejected. 

7) ^ Claim(s) 1 and 3 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification-is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1, 85(a). 

Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 1 19{a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received In Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 , 3-4, drawn to a composition, classified in class 252, subclass 
73. 

II. Claims 5-6, drawn to a device, classified in class 30, subclass 306. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different designs, 
modes of operation, and effects (MPEP § 802.01 and § 806.06). In the instant case, the 
different inventions are related to a coolant compositions and a machining device. 

3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Kenneth Salen on February 2, 2006 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1 and 3-4. Affimiation of this election must be made by applicant in replying to 
this Office action. Claims 5-6 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Continued Examination Under 37 CFR 1.114 

6. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12-2-05 
has been entered. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

8. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The aforementioned claim describes the compound organic amanoide, however, the 
examiner cannot reasonably determine from the specification or prior art what this 
component encompasses. Applicant is advised to correct and/or clarify the description 
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of this component wherein one of ordinary skill would be able to determine the metes or 
bounds of the invention. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

10. Claims 1 and 3 are rejected under 35 U.S.C. 1 12. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 states the word "type" after the compounds amanoide, triasol and 
xylenol. The addition of the word "type" to an othenA/ise definite expression extends the 
scope of the expression so as to render it indefinite. Ex parte Copenhaver, 109 USPQ 
118 (Bd. App. 1955). Ex parte Attig, 7 USPQ2d 1092 (Bd. Pat. App. & Inter 1986). 

Claim Objections 

1 1 . Claim 1 and 3 are objected to because of the following informalities: For clarity it 
is suggested applicant use proper Markush language in describing the water-soluble 
substance in claim 1, line 2, and claim 3, line 3, where applicant states "including amine 
and inorganic salt" should read, in accordance with Markush language, "...,a water- 
soluble substance selected from the group consisting of an amine and an inorganic 
salt". Appropriate correction is required. 

12. Claim 1 is objected to because of the following informalities: Applicant states the 
phrase "a surface active agent comprising" in claim 1 , however, it appears that the 
surface active agent is a part of the water-soluble substance Markush recited in the 
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previous sentence and therefore it should not have the transitional phrase "comprising" 
recited thereafter. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e). (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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16. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maes et al (6,398,984). 

Maes et al disclose a corrosion inhibitor for the protection of metals in heat 
transfer fluids and engine coolants. Maes et al disclose an antifreeze or coolant 
concentrate comprising 0.01-5% by weight of an aliphatic carboxylic acid (col. 4, lines 1- 
20); 0.0005-1 % by weight of a fluoro carboxylic acid or ammonium or amine salt thereof 
(col. 4, lines 50-55); and 0.01 to 5.0% by weight of additional corrosion inhibitor such as 
alkali metal nitrites, borates, nitrates may be employed (col. 5, lines 25-26). Maes et al 
further teach concentrate in example 5 was immersed in ASTM 1384 corrosive water 
containing sodium chloride and sodium bicarbonate (col. 8, lines 65-col. 9, line 5). 

Maes et al do not teach with sufficient specificity the claimed proportions and 
preferred embodiments. However, it would have been obvious to the skilled artisan to 
comprise coolant formulations with sodium chloride, sodium bicarbonate, nitrite 
corrosion inhibitors and/or amine salts of fluorine component and aliphatic carboxylic 
acid surface active agents in their requisite proportions because Maes et al teach each 
of the components for the purpose of a coolant formulation and absent a showing to the 
contrary the skilled artisan with reasonable expectation of success would have been 
motivated to combine the components to specifically teach the claimed invention. 

During patent examination, the pending claims must be "given *>their< broadest 
reasonable interpretation consistent with the specification." > In re Hyatt, 21 1 F.3d 
1367, 1372, 54 USPQ2d 1664. 1667 (Fed. Cir. 2000).< Applicant always has the 
opportunity to amend the claims during prosecution, and broad interpretation by the 
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examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater. 415 F.2d 1393, 1404-05, 162 USPQ 541. 550-51 
(CCPA 1969) 

A reference may be relied upon for all that it would have reasonably suggested to 
one having ordinary skill the art, including nonpreferred embodiments. Merck & Co. v. 
Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 
U.S. 975 (1989). See also Celeritas Technologies Ltd. v. Rockwell International Corp., 
150 F.3d 1354. 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir 1998) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 571-272- 
1322. The examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra N. Gupta can be reached on 571-272-1316. The fax phone 
number for the organization where this application or proceeding Is assigned is 571- 
273-8300. 
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Patent Application Information Retrieval (PAIR) system. Status information for 
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